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DETAILED ACTION 

1 . This action is in response to the request for continued examination filed 
June 1, 2004. 

Specification 

2. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Continued Examination Under 37 CFR 1.114 

3. A request for continued examination under 37 CFR 1. 1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 6/1/04 has been entered. 

Response to Arguments 

4. Applicant's arguments with respect to claims 17-29 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 27-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is not clear what is meant by the following: a) "the first layer, the second layer, 
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and the third layer are distinguishable" (See Claim 27). Claims 28 and 29 depend directly or 
indirectly from a rejected claim and are, therefore, also rejected under 35 U.S. C 112, second 
paragraph for the reasons set above. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 17, 19-21, 23 and 25-29, as far as understood, are rejected under 

35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Fujihira et al. (Japanese Patent No. 401220839). 

In regards to claim 17 and 25, Fujihira et al. ("Fujihira") discloses the following: 

a) a substrate (For Example: See Abstract); 

b) an oxide layer (8) formed directly on a surface of the substrate (For Example: 

See Abstract); 

c) an adhesion layer (11) formed on a surface of said oxide layer (For Example: 
See Abstract and Figure 2); and 

c) a first passivation layer formed on said adhesion layer, said first 
passivation layer and said adhesion layer including at least one common chemical 
element (For Example: See Abstract). 

Additionally, Fujihira discloses a silicon oxide layer (8) which is nitrided to form an 

oxynitride layer (11) (For Example: See Figure 1). Fujihira then discloses that a SiN layer 9 can 

be formed on the oxynitride layer (For Example: See Figure 2). Note further the Fujihira 

discloses that the silicon nitride layer adheres well to silicon oxynitride layer (For Example: See 
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Abstract). An English language translation of Fujihira has been requested, but is unavailable at 
this time. 

Finally, the following limitation makes it a product by process claim: a) by treating said 
surface of said oxide layer with a gas; and b) gas includes one of oxygen and nitrogen, oxygen 
and ammonia, oxygen and argon and ozone and argon. The MPEP § 21 13, states, "Even though 
product -by[-] process claims are limited by and defined by the process, determination of 
patentability is based upon the product itself. The patentability of a product does not depend on 
its method of production. If the product in product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product is made 
by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985)(citations omitted). 

A "product by process" claim is directed to the product per se, no matter how actually 
made, In re Hirao and Sato et al, 190 USPQ 15 at 17 (CCPA 1976) (footnote 3). See also In re 
Brown and Safer, 173 USPQ 685 (CCPA 1972): In re Luck and Gainer, 177 USPQ 523 (CCPA 
1973); In re Fessmann, 180 USPQ 324 (CCPA 1974); and In re Marosi et al, 218 USPQ 289 
(CAFC 1983) final product per se which must be determined in a "product by, all of' claim, and 
not the patentability of the process, and that an old or obvious product, whether claimed in 
"product by process " claims or not. Note that Applicant has the burden of proof in such cases, as 
the above caselaw makes clear. 

In regards to claim 19, Fujihira discloses the following: 

a) oxide layer includes silicon dioxide (Si0 2 ) (For Example: See Abstract). 
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In regards to claim 20, Fujihira discloses the following: 

a) adhesion layer includes silicon oxynitride (For Example: See Abstract). 
In regards to claim 21, Fujihira discloses the following: 

a) first passivation layer includes silicon nitride (SiaN4) (For Example: See 

Abstract). 

In regards to claims 23 and 26, Fujihira discloses the following: 

a) a silicon dioxide insulating layer (For Example: See Abstract); and 

b) a silicon oxynitride adhesion layer formed on a surface of said silicon dioxide 
insulating layer (For Example: See Abstract); and 

c) a silicon nitride hard passivation layer formed on directly on a surface of said 
silicon oxynitride adhesion layer (For Example: See Abstract). 

Additionally, Fujihira discloses a silicon oxide layer (8) which is nitrided to form an 

oxynitride layer (1 1) (For Example: See Figure 1). Fujihira then discloses that a SiN layer 9 can 

be formed on the oxynitride layer (For Example: See Figure 2). Note further the Fujihira 

discloses that the silicon nitride layer adheres well to silicon oxynitride layer (For Example: See 

Abstract). An English language translation of Fujihira has been requested, but is unavailable at 

this time. 

Finally, the following limitation makes it a product by process claim: a) by treating said 
surface of said silicon dioxide insulating layer with a gas; and b) gas includes one of oxygen and 
nitrogen, oxygen and ammonia, oxygen and argon and ozone and argon. The MPEP § 21 13, 
states, "Even though product -by[-] process claims are limited by and defined by the process, 
determination of patentability is based upon the product itself The patentability of a product 
does not depend on its method of production. If the product in product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
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prior product is made by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 
1985)(citations omitted). 

A "product by process" claim is directed to the product per se, no matter how actually 
made, In re Hirao and Sato et ai, 190 USPQ 15 at 17 (CCPA 1976) (footnote 3). See also In re 
Brown and Safer, 173 USPQ 685 (CCPA 1972): In re Luck and Gainer, 111 USPQ 523 (CCPA 
1973); In re Fessmann, 180 USPQ 324 (CCPA 1974); and/n reMarosi et ai, 218 USPQ 289 
(CAFC 1983) final product per se which must be determined in a "product by, all of 1 claim, and 
not the patentability of the process, and that an old or obvious product, whether claimed in 
"product by process" claims or not. Note that Applicant has the burden of proof in such cases, as 
the above caselaw makes clear. 

In regards to claim 27, Fujihira discloses the following: 

a) a substrate (For Example: See Abstract); 

b) a composite film formed on the substrate, the composite film comprising: a 
first layer comprising silicon dioxide, a second layer and a third layer (For Example: See 
Abstract); 

c) each of the first layer, the second layer, and the third layer are distinguishable, 
wherein the second layer is disposed between the first layer and the third layer, and wherein the 
second layer and the third layer comprise one common chemical element (For Example: See 
Abstract). 

Additionally, Fujihira discloses a silicon oxide layer (8) which is nitrided to form an 
oxynitride layer (11) (For Example: See Figure 1). Fujihira then discloses that a SiN layer 9 can 
be formed on the oxynitride layer (For Example: See Figure 2). Note further the Fujihira 
discloses that the silicon nitride layer adheres well to silicon oxynitride layer (For Example: See 
Abstract). An English language translation of Fujihira has been requested, but is unavailable at 
this time. 
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Finally, the following limitation makes it a product by process claim: a) "formed from a 
modification of a portion." The MPEP § 21 13, states, "Even though product -by[-] process 
claims are limited by and defined by the process, determination of patentability is based upon the 
product itself The patentability of a product does not depend on its method of production. If the 
product in product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product is made by a different process." In re 
Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985)(citations omitted). 

A "product by process" claim is directed to the product per se, no matter how actually 
made, In re Hirao and Sato et al, 190 USPQ 15 at 17 (CCPA 1976) (footnote 3). See also In re 
Brown and Safer, 173 USPQ 685 (CCPA 1972): In re Luck and Gainer, 111 USPQ 523 (CCPA 
1973); In re Fessmann, 180 USPQ 324 (CCPA 1974); and In re Marosi et al, 218 USPQ 289 
(CAFC 1983) final product per se which must be determined in a "product by, all of claim, and 
not the patentability of the process, and that an old or obvious product, whether claimed in 
"product by process " claims or not. Note that Applicant has the burden of proof in such cases, as 
the above caselaw makes clear. 

In regards to claim 28, Fujihira discloses the following: 

a) second layer includes silicon oxynitride (For Example: See Abstract). 

In regards to claim 29, Fujihira discloses the following: 

a) third layer includes silicon nitride (Si3N 4 ) (For Example: See Abstract). 
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Claim Rejections - 35 USC§103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 17, 19-21, 23 and 25-29, as far as understood, are rejected under 35 U.S.C. 103(a) 
as obvious over Fujihira et al. (Japanese Patent No. 401220839) in view of Peters (U.S. Patent 
No. 4,543,271). 

In regards to claim 17 and 25, Fujihira discloses the following: 

a) a substrate (For Example: See Abstract); 

b) an oxide layer (8) formed directly on a surface of the substrate (For Example: 
See Abstract); and 

c) an adhesion layer (11) formed on a surface of said oxide layer (For Example: 
See Abstract and Figure 2). 

In regards to claim 17 and 25, Fujihira fails to disclose the following: 
a) a first passivation layer 

However, Peters discloses a SiN passivation layer (For Example: See Column 1 
Lines 17-27). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the semiconductor device of Fujihira to include a SiN layer as 
disclosed in Peters because it aids in preventing contamination (For Example: See Column 1 
Lines 17-27). 

Additionally, Fujihira discloses a silicon oxide layer (8) which is nitrided to form an 
oxynitride layer (11) (For Example: See Figure 1). Note further the Fujihira discloses that the 
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silicon nitride layer adheres well to silicon oxynitride layer (For Example: See Abstract). An 
English language translation of Fujihira has been requested, but is unavailable at this time. 

Finally, the following limitation makes it a product by process claim: a) by treating said 
surface of said oxide layer with a gas; and b) gas includes one of oxygen and nitrogen, oxygen 
and ammonia, oxygen and argon and ozone and argon. The MPEP § 21 13, states, "Even though 
product -by[-] process claims are limited by and defined by the process, determination of 
patentability is based upon the product itself The patentability of a product does not depend on 
its method of production. If the product in product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product is made 
by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985)(citations omitted). 

A "product by process" claim is directed to the product per se, no matter how actually 
made, In re Hirao and Sato et al. 9 190 USPQ 15 at 17 (CCPA 1976) (footnote 3). See also In re 
Brown and Safer, 173 USPQ 685 (CCPA 1972): In re Luck and Gainer, 177 USPQ 523 (CCPA 
1973); In re Fessmann, 180 USPQ 324 (CCPA 1974); and In re Marosi et al, 218 USPQ 289 
(CAFC 1983) final product per se which must be determined in a "product by, all of claim, and 
not the patentability of the process, and that an old or obvious product, whether claimed in 
"product by process" claims or not. Note that Applicant has the burden of proof in such cases, as 
the above caselaw makes clear. 

In regards to claim 19, Fujihira discloses the following: 

a) oxide layer includes silicon dioxide (Si0 2 ) (For Example: See Abstract). 

In regards to claim 20, Fujihira discloses the following: 

a) adhesion layer includes silicon oxynitride (For Example: See Abstract). 
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In regards to claim 2 1 , Fujihira discloses the following: 

a) first passivation layer includes silicon nitride (Si3N 4 ) (For Example: See 

Abstract). 

In regards to claims 23 and 26, Fujihira discloses the following: 

a) a silicon dioxide insulating layer (For Example: See Abstract); and 

b) a silicon oxynitride adhesion layer formed on a surface of said silicon dioxide 
insulating layer (For Example: See Abstract). 

In regards to claim 23 and 26, Fujihira fails to disclose the following: 
a) a silicon nitride passivation layer 

However, Peters discloses a SiN passivation layer (For Example: See Column 1 
Lines 17-27). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the semiconductor device of Fujihira to include a SiN layer as 
disclosed in Peters because it aids in preventing contamination (For Example: See Column 1 
Lines 17-27). 

Additionally, Fujihira discloses a silicon oxide layer (8) which is nitrided to form an 
oxynitride layer (11) (For Example: See Figure 1). Note further the Fujihira discloses that the 
silicon nitride layer adheres well to silicon oxynitride layer (For Example: See Abstract). An 
English language translation of Fujihira has been requested, but is unavailable at this time. 

Finally, the following limitation makes it a product by process claim: a) by treating said 
surface of said silicon dioxide insulating layer with a gas; and b) gas includes one of oxygen and 
nitrogen, oxygen and ammonia, oxygen and argon and ozone and argon. The MPEP § 21 13, 
states, "Even though product -by[-] process claims are limited by and defined by the process, 
determination of patentability is based upon the product itself The patentability of a product 
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does not depend on its method of production. If the product in product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product is made by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 
1985)(citations omitted). 

A "product by process" claim is directed to the product per se, no matter how actually 
made, In re Hirao and Sato et al, 190 USPQ 15 at 17 (CCPA 1976) (footnote 3). See also In re 
Brown and Safer, 173 USPQ 685 (CCPA 1972): In re Luck and Gainer, 177 USPQ 523 (CCPA 
1973); In re Fessmann, 180 USPQ 324 (CCPA 1974); and In re Marosi et al, 218 USPQ 289 
(CAFC 1983) final product per se which must be determined in a "product by, all of* claim, and 
not the patentability of the process, and that an old or obvious product, whether claimed in 
"product by process" claims or not. Note that Applicant has the burden of proof in such cases, as 
the above caselaw makes clear. 

In regards to claim 27, Fujihira discloses the following: 

a) a substrate (For Example: See Abstract); 

b) a composite film formed on the substrate, the composite film comprising: a 
first layer comprising silicon dioxide and a second layer (For Example: See Abstract); 

c) each of the first layer, the second layer are distinguishable and comprise one 
common chemical element (For Example: See Abstract). 

In regards to claim 27, Fujihira fails to disclose the following: 

a) a third layer 

However, Peters discloses a SiN passivation layer (For Example: See Column 1 
Lines 17-27). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the semiconductor device of Fujihira to include a SiN layer as 
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disclosed in Peters because it aids in preventing contamination (For Example: See Column 1 
Lines 17-27). 

Additionally, Fujihira discloses a silicon oxide layer (8) which is nitrided to form an 
oxynitride layer (11) (For Example: See Figure 1). Note further the Fujihira discloses that the 
silicon nitride layer adheres well to silicon oxynitride layer (For Example: See Abstract). An 
English language translation of Fujihira has been requested, but is unavailable at this time. 

Finally, the following limitation makes it a product by process claim: a) by treating said 
surface of said oxide layer with a gas; and b) gas includes one of oxygen and nitrogen, oxygen 
and ammonia, oxygen and argon and ozone and argon. The MPEP § 21 13, states, "Even though 
product -by[-] process claims are limited by and defined by the process, determination of 
patentability is based upon the product itself The patentability of a product does not depend on 
its method of production. If the product in product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product is made 
by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985)(citations omitted). 

A "product by process" claim is directed to the product per se, no matter how actually 
made, In re Hirao and Sato et al, 190 USPQ 15 at 17 (CCPA 1976) (footnote 3). See also In re 
Brown and Safer, 173 USPQ 685 (CCPA 1972): In re Luck and Gainer, 177 USPQ 523 (CCPA 
1973); In re Fessmann, 180 USPQ 324 (CCPA 1974); and In re Marosi etal,2\Z USPQ 289 
(CAFC 1983) final product per se which must be determined in a "product by, all of claim, and 
not the patentability of the process, and that an old or obvious product, whether claimed in 
"product by process" claims or not. Note that Applicant has the burden of proof in such cases, as 
the above caselaw makes clear. 



Application/Control Number: 10/013,103 Page 13 

Art Unit: 2822 

In regards to claim 28, Fujihira discloses the following: 

a) second layer includes silicon oxynitride (For Example: See Abstract). 

In regards to claim 29, Fujihira discloses the following: 

a) third layer includes silicon nitride (Si3N4) (For Example: See Abstract). 

Finally, since Fujihira and Peters are both from the same field of endeavor, the purpose 

disclosed by Peters would have been recognized in the pertinent art of Fujihira. 

11. Claims 18 and 24 are rejected under 35 U.S.C. 103(a) as obvious over Fujihira et al. 

(Japanese Patent No. 401220839) in view of Bryant et al. (U.S. Patent No. 5,698,456). 

In regards to claim 18, Fujihira fails to disclose the following: 

a) a second passivation layer formed upon said first passivation layer. 

However, Bryant et al. ("Bryant") discloses the use of a second passivation layer formed 

upon said first passivation layer (For Example: See Abstract). It would have been obvious to one 

having ordinary skill in the art at the time the invention was made to modify the semiconductor 

device of Fujihira to include use of a second passivation layer formed upon said first passivation 

layer as disclosed in Bryant because it aids in protecting the device at all times (For Example: 

See Column 1 Lines 60-67 and Column 2 Lines 1-34). 

In regards to claim 24, Fujihira fails to disclose the following: 

a) photodefinable polyimide soft passivation layer formed on said silicon nitride 
hard passivation layer. 

However, Bryant discloses a polyimide layer (34) formed on silicon nitride (For 

Example: See Figure 4e). It would have been obvious to one having ordinary skill in the art at 

the time the invention was made to modify the semiconductor device of Fujihira to include a 
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polyimide layer as disclosed in Bryant because it aids in protecting the device (For Example: See 
Column 5 Lines 6 and 7). 

Additionally, since Fujihira and Bryant are both from the same field of endeavor, the 
purpose disclosed by Bryant would have been recognized in the pertinent art of Fujihira. 
12. Claims 18 and 24 are rejected under 35 U.S.C. 103(a) as obvious over Fujihira et al. 
(Japanese Patent No. 401220839) in view of Peters (U.S. Patent No. 4,543,271) 
and Bryant et al. (U.S. Patent No. 5,698,456). 

In regards to claim 18, Fujihira fails to disclose the following: 

a) a second passivation layer formed upon said first passivation layer. 

However, Bryant discloses the use of a second passivation layer formed upon said first 
passivation layer (For Example: See Abstract). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the semiconductor device 
of Fujihira to include use of a second passivation layer formed upon said first passivation layer 
as disclosed in Bryant because it aids in protecting the device at all times (For Example: See 
Column 1 Lines 60-67 and Column 2 Lines 1-34). 

In regards to claim 24, Fujihira fails to disclose the following: 

a) photodefinable polyimide soft passivation layer formed on said silicon nitride 
hard passivation layer. 

However, Bryant discloses a polyimide layer (34) formed on silicon nitride (For 

Example: See Figure 4e). It would have been obvious to one having ordinary skill in the art at 

the time the invention was made to modify the semiconductor device of Fujihira to include a 

polyimide layer as disclosed in Bryant because it aids in protecting the device (For Example: See 

Column 5 Lines 6 and 7). 
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Additionally, since Fujihira and Bryant are both from the same field of endeavor, the 
purpose disclosed by Bryant would have been recognized in the pertinent art of Fujihira. 

13. Claim 22 is rejected under 35 U.S. C. 103(a) as obvious over Claims 18 and 24 are 
rejected under 35 U.S.C. 103(a) as obvious over Fujihira et al. (Japanese Patent No. 401220839) 
in view of Bryant et al. (U.S. Patent No. 5,698,456) and Fu et al. (U.S. Patent No. 5,807,787). 

In regards to claim 22, Fujihira fails to disclose the following: 
a) second passivation layer includes polyimide. 

However, Fu et al. ("Fu") discloses a polyimide layer (For Example: See Column 5 
Lines 32-40). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the semiconductor device of Fujihira to include a polyimide layer 
as disclosed in Fu because it aids in providing electrical insulation (For Example: See Column 5 
Lines 32-40). 

Additionally, since Fujihira and Fu are both from the same field of endeavor, the purpose 
disclosed by Fu would have been recognized in the pertinent art of Fujihira. 

14. Claim 22 is rejected under 35 U.S.C. 103(a) as obvious over Claims 18 and 24 are 
rejected under 35 U.S.C. 103(a) as obvious over Fujihira et al. (Japanese Patent No. 401220839) 
in view of Peters (U.S. Patent No. 4,543,271), Bryant et al. (U.S. Patent No. 5,698,456) and Fu et 
al. (U.S. Patent No. 5,807,787). 

In regards to claim 22, Fujihira fails to disclose the following: 

a) second passivation layer includes polyimide. 
However, Fu discloses a polyimide layer (For Example: See Column 5 



Application/Control Number: 10/013,103 



Page 16 



Art Unit: 2822 

Lines 32-40). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the semiconductor device of Fujihira to include a polyimide layer 
as disclosed in Fu because it aids in providing electrical insulation (For Example: See Column 5 
Lines 32-40). 

Additionally, since Fujihira and Fu are both from the same field of endeavor, the purpose 
disclosed by Fu would have been recognized in the pertinent art of Fujihira. 



15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica Lewis whose telephone number is 571-272-1 838. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Amir 
Zarabian can be reached on 571-272-1852. The fax phone number for the organization where 
this application or proceeding is assigned is 703-308-7722 for regular and after final 
communications. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308-0956. 



Conclusion 




ML 

August 19, 2004 



MaryWilczewski 
Primary Examiner 



